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Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 6, and 7 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claims 6 and 7 recite the limitation "the isocyanate-terminated prepolymer" in 
their 1 st lines. There is insufficient antecedent basis for this limitation in the claim. 

Claims are confusing as to intent because it can not be determined what effects 
of limitation are being added to the claim from which they depend. 

Appropriate correction is required. 



Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
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only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 1-16 are rejected under 35 U.S.C. 102(b) as being anticipated by Lekovic 
et al. (2003/0018096) & WO 02/079340, each taken individually {LEKOVIC}. 

LEKOVIC disclose preparations of rigid polyurethane foams prepared by 
applying foam forming materials including isocyanate, polyols meeting those claimed, 
blowing agent inclusive of the carbon dioxide releasing carbamates of alkanolamine 
claimed, catalyst, and additives, including plasticizer in the isocyanate component, into 
substrate containing cavities wherein ranges of isocyanate Index values, reactant 
volume ratios, and functionalities meeting those claimed are employed, as well as, the 
employment of hydroxyl functional (meth)acrylates and amine terminated polyethers 
and tertiary amine group containing polyols (see the documents in their entirety). The 
gel times of applicants' methods are seen to be effects associated with the 
compositional and reactive make-ups of the preparations disclosed by LEKOVIC and 
are, accordingly, held to be inherent to their teachings based on the closeness of the 
compositional and reactive make-ups that they disclose. 

Claims 1-16 are rejected under 35 U.S.C. 102(e) as being anticipated by Lekovic 
etal.(6,803,390). 

The applied reference has a common inventor with the instant application. 
Based upon the earlier effective U.S. filing date of the reference, it constitutes prior art 
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under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 102(e) might be overcome 
either by a showing under 37 CFR 1.132 that any invention disclosed but not claimed in 
the reference was derived from the inventor of this application and is thus not the 
invention "by another," or by an appropriate showing under 37 CFR 1 .131 . 

Lekovic et al. discloses preparations of rigid polyurethane foams prepared by 
applying foam forming materials including isocyanate, polyols meeting those claimed, 
blowing agent inclusive of the carbon dioxide releasing carbamates of alkanolamine 
claimed, catalyst, and additives, including plasticizer in the isocyanate component, into 
substrate containing cavities wherein ranges of isocyanate Index values, reactant 
volume ratios, and functionalities meeting those claimed are employed, as well as, the 
employment of hydroxyl functional (meth)acrylates and amine terminated polyethers 
and tertiary amine group containing polyols (see the entire document). The gel times of 
applicants' methods are seen to be effects associated with the compositional and 
reactive make-ups of the preparations disclosed by Lekovic et al. and are, accordingly, 
held to be inherent to their teachings based on the closeness of the compositional and 
reactive make-ups that they disclose. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
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invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-9, and 11-16 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Rotermund et al. (6,284,81 2) in view of Guidetti et al. (5,789,451). 

Rotermund et al. discloses preparations of rigid polyurethane foams prepared by 
applying foam forming materials including isocyanate, polyol, blowing agent, catalyst, 
And additives into substrate containing cavities wherein ranges of isocyanate Index 
values for managing isocyanate and polyol reactive effects meeting at the endpoints of 
the range of Index values of applicants' claims are employed and densities of products 
formed meet the ranges of values defined by applicants' claims (see column 1 line 6 - 
column 4 line 66 and the examples, as well as, the entire document). 

Rotermund et al. discloses isocyanate reactive materials having functionalities 
meeting the requirements of applicants' claims, and distinction based on this claim 
feature is not seen (column 2 lines 29-35, as well as, the full teaching). 

Rotermund et al. discloses use of initiators such tetravalent toluenediamine in 
preparing its polyols which meets the requirements of applicants' claim 9. 

As to the Index values of applicants' claims, Rotermund et al. discloses Index 
values for managing isocyanate and polyol reactive effects meeting at the endpoints of 
the range of Index values of applicants' claims. It would have been obvious for one 
having ordinary skill in the art to have controlled Index values as provided by 
Rotermund et al. within the teachings of Rotermund et al. for the purpose of managing 
isocyanate and polyol reactive effects in the preparations of Rotermund et al. in order to 
arrive at the processes of applicants' claims with the expectation of success in the 
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absence of a showing of new or unexpected results. Additionally, it has long been held 
that where the general conditions of the claims are disclosed in the prior art, discovering 
the optimal or workable ranges involves only routine skill in the art. In re Aller, 105 
USPQ 233; In re Reese 129 USPQ 402 . Further, a prima facie case of obviousness 
has been held to exist where the proportions of a reference are close enough to those 
of the claims to lead to an expectation of the same properties. Titanium Metals v 
Banner 227 USPQ 773. (see also MPEP 2144.05 I) Similarly, it has been held that 
discovering the optimum value of a result effective variable involves only routine skill in 
the art. In re Boesch, 617 F.2d 272,205 USPQ 215 (CCPA 1980). Further, it is noted 
that control of Index values, particularly, changes from higher than one to closer to one 
has expected effects on the polyol/isocyanate, such as, decreased isocyanurate group 
formation. Further, as volume ratios of isocyanate to polyol are values controlled by 
NCO index and molecular weights of respective reactants, both of which are modulated 
within Rotermund et al.'s disclosure, distinction based on these ranges of values in 
applicants' claims is not seen beyond differences addressed above. 

Rotermund et al. differs from applicants' claims in that it does not employ 
carbamates of alkanolamines provided in non-aqueous medium as blowing agents in its 
preparations. However, Guidetti et al. (see abstract & column 2 line 47-column 3 line 2, 
as well as, the entire document) discloses these blowing agents in a non-aqueous 
medium to be acceptable for performing the blowing function in polyurethane foam 
synthesis and for providing enhanced abrasion resistance in product produced 
therefrom. Accordingly, it would have been obvious for one having ordinary skill in the 
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art to have employed the blowing agents of Guidetti et al. as the blowing agents in the 
preparations of Rotermund et al. for the purpose of imparting their acceptable blowing 
function and enhanced abrasion resistance in products formed in order to arrive at the 
processes of applicants' claims with the expectation of success in the absence of a 
showing of new or unexpected results. 

Rotermund et al. provides for auxiliaries and/or additives (column 4) in its 
disclosure. Though plasticizers are not specifically mentioned, they are well known 
additives in the art for their plasticizing/softening effect and their use in the preparations 
of Rotermund et al. would have been obvious with the expectation of success in the 
absence of a showing of new or unexpected results. 

Cream times are values associated with the compositional and reactive effects of 
the compositions disclosed, and difference based on these values are not seen to be 
evident without difference in the compositional and/or reactive effects being shown. 

Claim 7 and 8 are included in this rejection because antecedent basis of its 
limitations are not clear, and their effects as limitations can not be determined. 

Claims 6, 7, 8 and 10 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Rotermund et al. (6,284,81 2) in view of Guidetti et al. (5,789,451) as applied to 
claims 1 -9, and 11-16 above, and further in view of WO 02/079340. 

Rotermund et al. differs from applicants' claims in that it does not employ amine 
terminated polyethers in its preparations. However, WO-'340(see pages 8-10, as well 
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as, the entire document) discloses these polyols to be well known for their isocyanate 
reactive effect in producing rigid foams with good reinforcing effects. Accordingly, it 
would have been obvious for one having ordinary skill in the art to have employed the 
amine terminated polyethers of WO-'340 as isocyanate reactants in the preparations of 
Rotermund et al. for the purpose of imparting their acceptable isocyanate reactive effect 
in producing rigid foams with good reinforcing effects in order to arrive at the processes 
of applicants' claims with the expectation of success in the absence of a showing of new 
or unexpected results. 

Rotermund et al. differs from applicants' claims in that it does not employ 
isocyanate terminated prepolymers that include hydroxyl functional (meth)acrylates. 
However, WO-'340(see page 2, as well as, the entire document) discloses these 
prepolymers to be well known for their urethane forming reactive effect in producing 
rigid foams with good reinforcing effects. Accordingly, it would have been obvious for 
one having ordinary skill in the art to have employed the hydroxyl functional 
(meth)acrylates of WO-'340 as isocyanate reactants in the preparations of Rotermund et 
al. for the purpose of imparting their acceptable urethane forming reactive effects in 
producing rigid foams with good reinforcing effects in order to arrive at the processes of 
applicants' claims with the expectation of success in the absence of a showing of new 
or unexpected results. 

Additionally, and alternatively to the position above regarding plasticizers, WO- 
'340 discloses their employment in the isocyanate component for purposes of improving 
handling and processing and softening the physical properties (see pages 6 bridging 7). 
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Accordingly, it would have been obvious for one having ordinary skill in the art to have 
employed the plasticizers of WO-'340 in the isocyanates of Rotermund et al. for the 
purpose of imparting their handling and processing improving and softening effects in 
order to arrive at the processes of applicants' claims with the expectation of success in 
the absence of a showing of new or unexpected results. 



Double Patenting 



The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 
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Claims 1-16 are rejected on the ground of nonstatutory obviousness-type double 
patenting as being unpatentable over claims 1-22 of U.S. Patent No. 6,803,390 in view 
of Guidetti et al. 

The claims of 6,803,390 disclose preparations of rigid polyurethane foams 
prepared by applying foam forming materials including isocyanate, polyols meeting 
those claimed, blowing agent inclusive of carbon dioxide releasing blowing agents, 
catalyst, and additives into substrate containing cavities wherein ranges of isocyanate 
Index values, reactant volume ratios, and functionalities meeting those claimed are 
employed, as well as, the employment of hydroxyl functional (meth)acrylates and amine 
terminated polyethers and tertiary amine group containing polyols (see the entire 
document). The gel times of applicants' methods are seen to be effects associated with 
the compositional and reactive make-ups of the preparations disclosed by 6,803,390 
and are modifications provided for within the modulations provided for by the claims of 
6,803,390. The claims of 6,803,390 differ from applicants' claims in that they do not 
employ carbamates of alkanolamines provided in non-aqueous medium as blowing 
agents in its preparations. However, Guidetti et al. (see abstract & column 2 line 47- 
column 3 line 2, as well as, the entire document) discloses these blowing agents in a 
non-aqueous medium to be acceptable for performing the blowing function in 
polyurethane foam synthesis and for providing enhanced abrasion resistance in product 
produced therefrom. Accordingly, it would have been obvious for one having ordinary 
skill in the art to have employed the blowing agents of Guidetti et al. as the carbon 
dioxide releasing blowing agents in the preparations of the claims of 6,803,390 for the 
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purpose of imparting their acceptable blowing function and enhanced abrasion 
resistance in products formed in order to arrive at the processes of applicants' claims 
with the expectation of success in the absence of a showing of new or unexpected 
results. 



Claims 1-16 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1-18 of 
copending Application No. 1 1/403,658, alone, or in view of WO 02/079340. The claims 
of 10/564,189 discloses preparations of rigid polyurethane foams prepared by applying 
foam forming materials including isocyanate, polyol, blowing agent, and catalyst as 
claimed into substrate containing cavities including ranges of isocyanate Index values 
and density values meeting those of applicants' claims. The claims of 1 1/403,658 differ 
from applicants' claims in specifics of material selection, ratios of amounts and 
functionalities. However, the claims of 1 1/403,658 disclose control of these features for 
purposes of providing acceptable products such operation within the variability of the 
compositional make-ups disclosed by the claims of 1 1/403,658 for the purpose of 
providing acceptable product formation in order to arrive at the processes of applicants' 
claims would have been obvious to one having ordinary skill in the art. 

This is a provisional obviousness-type double patenting rejection. 
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Primary Examiner, Art Unit 1796 



